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DETAILED ACTION 
Response to Amendment 

Amendment received on 2/09/2006 is acknowledged and entered. Claims 
13, 29, 54-58, 65-80 have been canceled. Claims 1, 30, 47, 49, 51-53, 59, 63, 
64, 81, 85, 86 have been amended. Claims 1-12, 14-28, 30-53, 59-64 and 81-87 
are currently pending in the application. 

Claim Rejections - 35 USC § 112 

Claim Rejections under 35 USC § 1 12 have been withdrawn due to the 
applicant's amendment. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4, 6-9, 11-12, 14-25, 28, 30-33, 35-38, 40-44 and 46-53 and are 
rejected under 35 U.S.C. 102(e) as being anticipated by Williams (US 
2002/0049631). 

Williams teaches a method for providing purchasing incentives to a 
plurality of retail store environments, comprising: 
Independent Claims 
As per claim 1, 

- receiving information relating to a first transaction [0020]; 

- determining a benefit, said benefit based at least in part on said 
information [0013]; [0020]; 
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- determining a price/value of said benefit [0038]; 

- charging the price to a customer (the customer qualifies for the benefit by 
having made qualified purchases) [0013]; 

- applying said benefit during a second transaction [0063]. 

As per claim 30, 

- receiving information relating to a transaction [0020]; 

- determining a benefit and a qualifying action for said benefit, said benefit 
based at least in part on said information [0020]; [0038]; 

- determining a price/value of said benefit [0038]; 

- selling said benefit at said price to a customer (the customer qualifies for 
the 

benefit by having made qualified purchases) [0013]; 

- applying said benefit during a second transaction [0063]. 

As per claims 47 and 49, 

- conducting a transaction for a purchase of a first service [0020]; 

- determining a benefit during said transaction, said benefit associated 
with a future purchase of a second service, [0020]; [0038]; 

- providing to a customer said benefit at said price during said transaction, 
thereby charging the price to the consumer (the customer qualifies for the 
benefit by having made qualified purchases) [0013]; 

- applying said benefit during a second transaction [0063]. 
As per claims 51 and 52, 

- receiving information relating to a first transaction [0020]; 

- determining a benefit, said benefit based at least in part on said 
information [0013]; [0020]; 

- determining a value of said benefit [0038]; 

- providing to a customer said benefit at said price during said transaction, 
thereby charging the price to the consumer (the customer qualifies for the 
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benefit by having made qualified purchases) [0013]; 

- applying said benefit during a second transaction [0063]. 

As per claim 53, 

- receiving information relating to a first transaction [0020]; 

- determining a benefit [001 3]; [0020]; 

- selling to a customer said benefit for said price during said first 
transaction, thereby charging said price to the customer (the customer qualifies 
for the 

benefit by having made qualified purchases) [0013]; 

- applying said benefit during a second transaction [0063]. 

Dependent Claims 
Furthermore, Williams teaches, 

As per claims 2 and 32, said method, further comprising at least one of 
the following: retrieving benefit information; offering said benefit for sale at said 
price; receiving an indication of a purchase of said benefit; and receiving an 
indication of a customer's agreement to purchase said benefit [0037] - [0039]. 

As per claims 3 and 33, said method, further comprising at least one of 
the following: determining an available subsidy; receiving a subsidy amount; and 
determining a margin between a price and a subsidy amount [0040]; [0051]; 
[0052]. 

As per claims 4 and 31, said method, further comprising: 

- verifying usability of said benefit during said second transaction [0020] - 
[0022]; [0037] - [0039]. 

As per claims 6 and 35, said method, further comprising at least one of 
the following: establishing a condition on said benefit; determining a condition 
associated with said benefit; and providing an indication of a condition associated 
with said benefit [0020] - [0022]. 
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As per claims 7 and 36, said method, further comprising at least one of 
the following: receiving an indication of a receiver of said benefit; canceling said 
benefit; changing said benefit; and redeeming said benefit [0020] - [0022]. 

As per claims 8 and 37, said method, further comprising at least one of 
the following: receiving a customer identifier; receiving a group identifier; 
receiving a customer device identifier; receiving a payment identifier; receiving a 
retailer identifier; receiving a benefit identifier; receiving a service identifier; and 
receiving a product identifier [0031] - [0035]. 

As per claims 9 and 38, said method, further comprising at least one of 
the following: redeeming a previously determined benefit; receiving a request to 
redeem said benefit; aggregating said benefit with a previously determined 
benefit [0006]; [0019]; [0022]. 

As per claims 11-12 and 40, providing a list of at least two benefits; 
receiving an indication of a selection of one of said at least two benefits; 
receiving an indication of at least one person to whom said benefit is to be 
provided [0037] - [0039]. 

As per claims 13, 19, 20-22, 46, 48 and 50, see reasoning applied for 
claims 1 , 30, 49 and 86. 

As per claims 14, 15 and 41, associating a qualifying action (purchasing 
an identified product) with said benefit [0020]; [0038]. 

As per claims 16-17 and 42-44, 

- receiving an indication of a completion of said qualifying action [0024]; 

[0038]; 

- providing said benefit after receiving said indication [0024]; [0038]; 

- arranging for said benefit to be provided after receiving said indication 
[0024]; [0038]. 

As per claim 18, said method, wherein said transaction information 
includes a customer identifier [0037]. 

As per claim 23, said method, wherein said benefit is a previously 
determined benefit [0039]. 
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As per claims 24 and 25, providing a receipt (coupon) to a customer, 
wherein said receipt includes a benefit identifier [0022]. 

As per claim 28, said method, wherein said benefit cannot be applied 
during said first transaction [0022]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 59-64 and 81-87 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams in view of Nilssen (US 6,017,063). 

Independent Claims 

As per claim 59, Williams teaches: 

- determining at least one product being purchased by a customer during 
a first transaction [0020]; [0038]; 

- determining a price for said at least one product being purchased during 
said first transaction [0020]; [0038]; 

- offering said customer an opportunity to purchase said at least one 
product during a second transaction at said price [0020]; [0038]; 

- receiving an acceptance of said offer from the consumer by receiving a 
payment for the opportunity (the customer qualifies for the benefit by having 
made qualified purchases; conducting qualified purchases by the customer 
indicates the acceptance of said offer by the consumer) [0013]; 

- applying said benefit during a second transaction [0063]. 
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Williams does not specifically teach that said benefit comprises allowing 
said customer to purchase said product during said second transaction for said 
(first transaction) price. 

Nilssen teaches a method and system for a financial certificates, wherein 
a financial coded certificates denominated in pricing units (first transaction price) 
of a product is sold to a customer; said certificate represents a certain amount or 
a certain number of merchandise units; which amount of merchandise will be 
delivered to the bearer of the certificate in exchange therefor. Specifically, the 
holder of such a certificate is entitled to exchange this certificate, at any later 
time, for said product equivalent in total pricing units to the denomination 
specified on the certificate ( said first transaction price), regardless of any 
intervening changes in dollar pricing of said product (C. 1, L. 42-46; C. 2, L. 44- 
47). 

It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify Williams to include that said benefit 
comprises allowing said customer to purchase said product during said second 
transaction for said (first transaction) price, as disclosed in Nilssen, because it 
would advantageously allow customer to obtain said product in the future at the 
same price regardless of inflation (Nilssen, C. 1 , L. 39-40). 

As per claims 63 and 64, 

- determining at least one product being purchased by a customer during 
a first transaction [0020]; [0038]; 

- determining a price for said at least one product being purchased during 
said first transaction [0020]; [0038]; 

- determining a benefit and a value of said benefit [0020]; [0038]; 

- providing said customer a benefit during said first transaction, wherein 
said benefit allows said to purchase said at least one product during a second 
transaction at said price [0020]; [0038]; 
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- charging said customer for a cost of the benefit (the customer qualifies 
for the benefit by having made qualified purchases; conducting qualified 
purchases by the customer indicates the acceptance of said offer by the 
consumer) [0013]; 

- applying said benefit during a second transaction [0063]. 
Williams does not specifically teach that said benefit comprises allowing 

said customer to purchase said product during said second transaction for said 
(first transaction) price. 

Nilssen teaches a method and system for a financial certificates, wherein 
a financial coded certificates denominated in pricing units (first transaction price) 
of a product is sold to a customer; said certificate represents a certain amount or 
a certain number of merchandise units; which amount of merchandise will be 
delivered to the bearer of the certificate in exchange therefor. Specifically, the 
holder of such a certificate is entitled to exchange this certificate, at any later 
time, for said product equivalent in total pricing units to the denomination 
specified on the certificate ( said first transaction price), regardless of any 
intervening changes in dollar pricing of said product (C. 1, L. 42-46; C. 2, L. 44- 
47). 

It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify Williams to include that said benefit 
comprises allowing said customer to purchase said product during said second 
transaction for said (first transaction) price, as disclosed in Nilssen, because it 
would advantageously allow customer to obtain said product in the future at the 
same price regardless of inflation (Nilssen, C. 1 , L. 39-40). 

As per claim 81, Williams teaches: 

- determining a first price for which a product (a unit of a product) is being 
purchased as a part of a first transaction at a point of sale terminal [0020]; [0038]; 

- determining a benefit for the future second transaction [0013]; [0020]; 

- outputting, at the point of sale terminal, an offer to sell the benefit for 
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a second price [0020]; [0038]; 

- charging a customer for a cost of the benefit (the customer qualifies for 
the benefit by having made qualified purchases; conducting qualified purchases 
by the customer indicates the acceptance of said offer by the consumer) [0013]. 

Williams does not specifically teach that said benefit comprises a 
guarantee that no more than the first price for a second unit of the product will be 
charged if the second unit of the product is purchased as part of a second 
transaction. 

Nilssen teaches a method and system for a financial certificates, wherein 
a financial coded certificates denominated in pricing units of a product is sold to a 
customer; said certificate represents a certain amount or a certain number of 
merchandise units; which amount of merchandise will be delivered to the bearer 
of the certificate in exchange therefor. Specifically, the holder of such a certificate 
is entitled to exchange this certificate, at any later time, for said product 
equivalent in total pricing units to the denomination specified on the certificate, 
regardless of any intervening changes in dollar pricing of said product (C. 1 , L. 
42-46; C. 2, L. 44-47). 

It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify Williams to include that said benefit 
comprises a guarantee that no more than the first price for a second unit of the 
product will be charged if the second unit of the product is purchased as part of a 
second transaction, as disclosed in Nilssen, because it would advantageously 
allow customer to obtain said product in the future at the same price regardless 
of inflation (Nilssen, C. 1, L. 39-40). 

As per claims 85 and 86, Williams teaches: 

- determining a purchase total for a first transaction including a plurality of 
products [0020]; [0038]; 

- determining a benefit for the future second transaction [0013]; [0020]; 
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- outputting, at the point of sale terminal, an offer to sell the benefit for a 
price [0020]; [0038]; 

- charging a customer for a cost of the benefit (the customer qualifies for 
the benefit by having made qualified purchases; conducting qualified purchases 
by the customer indicates the acceptance of said offer by the consumer) [0013]. 

Williams does not specifically teach that said benefit comprises a 
guarantee that an amount that is not greater than the purchase total will be 
charged for the plurality of products during a second transaction. 

Nilssen teaches a method and system for a financial certificates, wherein 
a financial coded certificates denominated in pricing units of a product is sold to a 
customer; said certificate represents a certain amount or a certain number of 
merchandise units; which amount of merchandise will be delivered to the bearer 
of the certificate in exchange therefor. Specifically, the holder of such a certificate 
is entitled to exchange this certificate, at any later time, for said product 
equivalent in total pricing units to the denomination specified on the certificate, 
regardless of any intervening changes in dollar pricing of said product (C. 1, L. 
42-46; C. 2. L. 44-47). 

It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify Williams to include that an amount that is 
not greater than the purchase total will be charged for the plurality of products 
during a second transaction, as disclosed in Nilssen, because it would 
advantageously allow customer to obtain said product in the future at the same 
price regardless of inflafion (Nilssen, C. 1, L. 39-40). 

Dependent Claims 

As per claims 60-62, providing said customer a benefit identifier [0047]. 
As per Claims 82-84, see reasoning applied to Claim 81 . 
As per Claim 87, see reasoning applied to Claim 86. 
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Claims 5, 10, 34 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams in view of Walker et al. (US 5,970,470). 

Dependent Claims 

As per claims 5, 10, 34 and 39, Williams teaches all the limitations of 
claims 5, 10, 34 and 39, except teaching imposing a penalty or reducing the 
benefit if a customer does not complete a specific future transaction. 

Walker et al. (Walker) teaches a method for establishing and managing 
subscription purchase agreements, wherein a customer's account may be 
assessed a penalty in the event that the customer does not honor the purchase 
terms and conditions (C. 2, L. 63 - C. 3, L. 4). 

It would have been obvious to one having ordinary skill in the art to modify 
Williams to include imposing a penalty if a customer does not complete a specific 
future transaction, as disclosed in Walker, because it would advantageously 
allow to minimize losses incurred by vendors who provide benefits for their 
customers. 

Claims 26-27 and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams in view of Mindrum et al. (US 4,723,212). 

Dependent Claims 

As per claims 26-27 and 45, Williams teaches all the limitations of claims 
26-27 and 45, except that the benefit is transferable, and wherein said benefit 
can be shared by a plurality of people. 

Mindrum et al. (Mindrum) teaches a method for dispensing discount 
coupons, wherein said coupons are distributed to different groups of customers 
(0. 1, L 25-54). 

It would have been obvious to one having ordinary skill in the art to modify 
Williams to include that the benefit is transferable and can be shared by a 
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plurality of people, as disclosed in Mindrum, because it would advantageously 
attract new customers, thereby increase revenue. 



and 81-87 have been considered but are moot in view of the new ground(s) of 
rejection. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure (see form PTO-892). 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Igor Borissov whose telephone number is 
571-272-6801 . If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, John Hayes can be reached on 571-272-6708. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct, uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Response to Arguments 

Applicant's arguments with respect to Claims 1-28, 30-53, 59-64 



Conclusion 



IB 

4/25/2006 




